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DETAILED ACTION 

This is a first action on the merits of Application SN 10/736,541. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-33 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Wallenius et al (6068734) in view of Espy (5316623) and further in view of Vinson et al 
(5958185) and Vinson et al (5611890). 

Wallenius et al discloses a tissue paper ( col 1 , lines 6-7) comprising an 
admixture of 

(a) at least 10% of a long fiber pulp that has been beaten to a freeness value of 20- 
40 °SR and 

(b) at least 20% of a 60-70% long fiber pulp that has not been beaten or that has 
been beaten to a freeness of at least 600 ml CSF (col 1 , lines 60-65; col 2, lines 1 8- 
20 and 26-30). 

Wallenius et al also discloses that the fibers can be softwood fibers (col 3, lines 
12-15). Wallenius et al also discloses a paper comprising a wet strength resin (col 4, 
lines 5-6). Wallenius further discloses a process for making the tissue comprising 
beating the cellulosic fibers, wet laying and dewatering the fibers and then drying and 
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creping the fibers (col 3, lines 54-57; col 4, lines 3-11). While the reference paper used 
by Wallenius et al was made from fibers beaten to a freeness of between 20 and 26 
°SR, it would have been obvious to further refine the fibers to a freeness of greater than 
26 °SR (up to 40 °SR) in view of the range previously specified. 

Wallenius et al does not disclose adding an anionic polymer or a softener. 
Wallenius et al also does not disclose the composition of the wet strength agent. 
Wallenius et al further does not disclose the amounts of additives used in the process. 

Espy discloses an absorbent paper (col 1, lins 6-7) comprising softwood and/or 
hardwood pulp (col 9, lines 4-9) and 

(A) a wet strength resin that can be a polyaminoamide-epichlorohydrin resin, a 
polyamine-epichlorohydrin resin, or an aminopolymer-epichlorohydrin resin (col 2, 
lines 24-28), 

(B) a water-soluble anionic polymer that can be a derived from polyacrylic acid, 
carboxylic acids, and carboxyalkylated polysaccharides (col 2, lines 29-32; col 3, 
lines 25-33). Of these, carboxymethyl cellulose (a carboxyalkylated cellulose) is the 
most preferred (col 3,lines 67-68). 

(C) a tertiary amino polyamide-epichlorohydrin resin (col 2, lines 33-34). 

Espy teaches that other effective wet strength resins include urea-formaldehyde 
and melamine-formaldehyde resins (col 1, lines 17-19). Espy also teaches that surface- 
active agents or debonders (which can act as softeners by the instant disclosure) are 
used in tissues to facilitate penetration of water into the paper (col 1 , lines 41-44). 
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Espy discloses numerous examples of the cationic polymer (resins A and C 
above) being added to the stock in an amount between 0.25 and 1 % by weight of the 
pulp and of the anionic polymer being added to the stock in an amount between 0.125 
and 1 % by weight of the pulp (cols 13-17, Tables R, S, T and U). The concentrations in 
the examples significantly overlap the claimed ranges). 

Espy teaches that the ratio of anionic to cationic polymers depends on several 
variables in the system and can be below 0.5 when optimized (cationic /anionic ratio 
greater than 2) (col 9, lines 33-58). 

Vinson et al ('185) teaches that it is well known in the art to use wet strength 
agents, retention aids, and softers in tissues (col 1, lines 60-64). Vinson et al ('185) 
discloses a tissue (abstract) that comprises wood pulp (col 15, lines 66-67 and col 16, 
lines 1-3); a wet-strength agent, which can be a polyamide-epichlorohydrin or urea- 
formaldehyde resin (col 13, lines 7-10); an anionic polymer that can be contain 
carboxylic acid monomers, including (meth)acrylic acid (col 11, lines 21-22, 40); and a 
bond inhibiting agent, which can be a quaternary ammonium compound, that serves to 
disrupt the fiber to fiber bonding and improve softness of the tissue (col 12, lines 6-1 9). 
The bond inhibiting agent can be present in an amount from 0.02 to 0.5% by weight of 
the tissue paper. This concentration significantly overlaps the claimed concentration. 
Vinson et al also discloses that the anionic polymer is preferably added before the 
cationic polymer (col 15, lines 8-15). Vinson et al ('185) further discloses that an 
advantage is obtained when the anionic polymer is added to the fillers before mixing 
with the remainder of the papermaking slurry and the cationic polymer (col 15, lines 32- 
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38), the advantage being a better retention of the fillers in the final paper. Vinson et al 
('890) exemplifies this advantage using a comparison of tissue samples made with and 
without the anionic surfactant added with the filler (col 38, lines 60-67), 

The art of Wallenius et al, Espy, Vinson et al and the instant invention are 
analogous as they pertain to the art of making tissue papers. It would have been 
obvious to one of ordinary skill in the art at the time of the invention to add the claimed 
cationic and anionic polymers softening agent to the tissue sheet of Wallenius et al in 
view of Espy and further in view of Vinson et al ('185) and and Vinson et al ('890) to 
obtain the desired strength and softness properties. It would also have been obvious to 
optimize the ratio of anionic to cationic polymers used in the tissue to obtain the claimed 
range. It would have also been obvious to add the anionic polymer before the cationic 
polymer to obtain better retention of fillers in the tissue. 

Response to Arguments 

Applicant's arguments filed 2/21/2006 have been fully considered but they are 
not persuasive. 

Applicant argues throughout the Remarks that the cited references do not teach 
individually or collectively a tissue made using the claimed composition having the bulk 
and strength properties disclosed in the instant Specification. Applicant also argues on 
page 5 that the Vinson references are directed to replacement of fibers with a low cost 
filling material. 
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The instant claims are not directed to properties of bulk or strength, but to a 
cellulose based fibrous web comprising cellulosic fibers having a freeness value of more 
than 26 °SR and certain additives (a water-soluble cationic polymer, a water-soluble 
anionic polymer and a cationic surfactant based softener). The specific property 
limitations of the example recited in disclosure are not read into the claims. Note also 
that the use of "comprising" in the claims leaves the composition open to additional 
ingredients, such as fillers. 

The references do not individually teach all of the limitations of the claims, thus 
they must be combined. As long as some motivation or suggestion to combine the 
references is provided by the prior art taken as a whole, the law does not require that 
the references be combined for the reasons contemplated by the inventor. In re Beattie . 
974 F.2d 1009, 1312, 24 USPQ2d 1040, 1042 (Fed. Cir. 1992). 

Applicant argues on p 3 that Wallenius et al only discloses examples using a 
paper comprising pulp beaten to a freeness of about 20 to about 26 °SR, a freeness 
lower that the claimed range. Wallenius et al also discloses a preferred range of 
freeness between 20 and 40 °SR and a more preferred range of between 22 and 30 
°SR (col 2, lines 26-28). Both disclosed ranges significantly overlap the claimed range. 
Moreover the exemplified range of Wallenius includes "about 26 °SR," which overlaps 
the claimed range of greater than 26 °SR. The comparisons cited in the instant 
Disclosure use pulp refined to a freeness of 35 °SR (p 35, lines 2-3), which is also well 

* 

within the preferred range of Wallenius et al. 
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Wallenius et al does not disclose adding an anionic polymer or a softener. 
Wallenius et al is also silent as to the composition of the wet strength agent. Wallenius 
et al also does not disclose the amounts of additives used. However, as discussed in 
the above rejection, Vinson et al (185) teaches that it is well known in the art to use wet 
strength agents, retention aids (which can include anionic and cationic polymers), and 
softers in tissues, thus it would be obvious to one of ordinary skill in the art to add them 
to the composition. Espy and Vinson et al ('185) disclose tissues comprising cationic 
polymeric wet strength agents and supply examples of known wet strength agents that 
include the claimed polymers. Espy and Vinson et al ('185) disclose tissues comprising 
anionic polymers and supply examples of known anionic polymers used in tissues that 
include the claimed polymers. Vinson et al ('185) discloses tissues also comprising 
bond inhibiting or softening agents that can be quaternary ammonium compounds. 
Espy and Vinson et al ('185) both disclose adding the materials to the tissue in amounts 
that overlap the claimed ranges. It would be obvious to one of ordinary skill in the art to 
use the prior art as a guideline for determining the amounts of each additive needed. 

The combination of the art of the references would result in a cellulosic web of 
similar structure and composition to the claimed structure. The tissue of Wallenius et al 
in view of Espy and further in view of Vinson et al ('185) and and Vinson et al ('890) is 
capable of having the strength and bulk properties of the instant invention because, 
where the claimed and prior art apparatus or product are identical or substantially 
identical in structure or composition, a prima facie case of either anticipation or 
obviousness has been established. In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 



Application/Control Number: 10/736,541 Page 8 

Art Unit: 1731 

433 (CCPA 1977). In other words, when the structure recited in the reference is 
substantially identical to that of the claims, the claimed properties or functions are 
presumed to be inherent. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 . 1 36(a) will be calculated from the mailing date of • 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dennis Cordray whose telephone number is 571-272- 
8244. The examiner can normally be reached on M - F, 7:30 -4:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven Griffin can be reached on 571-272-1 189. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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